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REMARKS 

In the Office Action, claims 1-1 0 >vere rejected by the Exa«rincr under 35 US.C. § 
1 03(a) as being unpatentable over United States Patent Number. 5.765,606 (Takemasa). 
6,023,916 (Bouthiette) and 6,334,980 (Hayes). 

la rejecting claims 1-10. the lixaminer has found that Takemasa does not disclose the 
pharmaceutical products being dispcn.sed into product package templates but that Boufluettc 
disclose, a packaging kit with product package template cavities corresponding to cavities of 
a product package member. The Examinerthea co^^ludes that it would be obvious to one of 
ordinary skiU in the art at the time the invention was made to modifi- the invention of 
Taken^ by dispensing the phannaceuti cal product into product package templates, as 
taught by Bomhiette. in order to ensure facilitated prxKiuct placement into popular 
compartmcnted coatainers. 

The Examiner next finds that neither Takemasa nor Bonatictte disclose the use of an 
X-Y mechanical drive to move the package templates but that it would be obvious to use the 
X-Y positioning (able as taught by Hayes in the combination of Takemasa and Bouthiette in 
order to more accurately place the products. 

AppUcant again respectfully submits that the Hayes reference is non-analogous an. m 
lai^^etil^, 977F.2d 1443.24 USPQ2d 1443 (Fed. Cir. 1 992) the patent involved an 
in^provemcr^t in a metal hose clamp having a pr^assembly hook that was used to maintain the 
pr^sembly condition of the clamp and that was disengaged automatically when the clamp 
was tightened. The Exannnercitedacombination of two xcfer^ic^ 
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ofobvious^css. Tl.efirstxcrer.„cerelatedtoametalhoseclampwithoutthehook,»^ 
second described a p]as«c hook and <^ fi^encT us«l in gannents. 11^^ 
that the second reference was non analogous art and therefore reverb the obviousness 
rejection. Specifically, the court staled: 

It has not been shown that a pereon of ordinary skill 
seeking to solve a problem of fastening a hose Sp 

' Sf^"^^ garments. The combination of elements 
from non-analogous sources. In a manner that 
S hSS s J"^'«ntion only with the benefit 

of hindsight, IS insufficient to present a prima facie case 
of obviousness. There must be some reason 
suggestion, or motivation found in the prior art whereby a 
make the combination. That knowledge can not cx,me 

Sle sS"^* ^ itself...Oetiker's invention is 

Simple. Simplicity is not mimical to patentability. 

In the present case, Takcmasa provides a method for automatically filing vials V 
positioned under an outlet 33B of a holder 33; Bouthiette discloses a numual pill «,rting kit 

whichusesaconlainer defining sheet3havingapl„rality of contains 2; and H^^^ 
an apparatus for conducting biochemical reactions using a dispenser for ejecting dn,ps of 
reagents 612a-612c into reaction chambers 740-742. AppUcaat respectfully submits that. 
con..istent witlUa.^0^ i„ ^ ^ 

sJcill in the art, seeking to solve the problem of packaging solid pharmaceuticals. v«,uld 
reasonably be expected or motivated to look to an apparatus of conducting biochemical 
reactions. As such. Applicant respcctfiolly subn,its thai Ilaycs is non-analogous art, and that it 
i. improper to combine Takemasa, Bouthielte, and Hayes, n.us. Applicant respectfully 
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requests thai the rejecUon be withdrawn. 


IS no 


Applicaiit further submits that even if Hayes can be said to be analogous, there i 

moavalionintbepriorarttocon.bincthe,.feiBnces3.assertedbytheEx^^^^^^ 
Federal Circuit staled in InreFntch. 972 F.2d 1260, 23 USPQ2d 1780. 1 783-84 (Fed. Cir. 
1992): 

The mere fact that the prior art may be modified in the 

m^m^T^^?*^^ ^^^^^^ does not make the 

modifica ,on obvious unless the prior art suggested the 
desirability of the modification. Wilson and fe« to 

suggest any motivation for. or desirability of. the changes 
espoused by the Examiner and endorsed bj^ the 

deSf^^n^^J^^^l^^^ hindsight to arrive at the 
deterniination of obviousness. It is impennlssible to use 
Sl^??^? instmction manual or 

together the teachings of the prior art 
so that the claimed invention is rendered obvious This 
S.H previously stated that "[ojne cannot use" 
^ «i fTw-'"®*^ *° P'^k and choose among 
isolated disclosures in the prior art to deprecate the 
claimed invention. 

In the present case, the prior art did not suggest the desimbiUty of the modification of 
the combination of Takcmasa and Bonlhicttc asserted by the Examiner. Nor did the prior art 
sugee.st the dcsir^biHty of the modification of the combination of Takemasa and Bouthiette 

v/ith Hayes. 

Furthennore, there cannot be said to be a suggestion to combine relfe,«,ces where the 
only so™ of the suggestion comes from the present application. As stated by the Federal 
an:uitinAC$ ffosp ital S ys , Inc. y . Montrfio^ Hn Ti't m .732 F.2d 1572. 221 USPQ 929 
(1984): 

Wentlfied no source, other than the 
Sonnenbeig patent itself, for the suggestion to use 
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override switching means in a television rental system 
Obviousness cannot be established by combining the ' 

ihc^r? °^ ^"^2- ^ P"^'^^® "^^'""^ invention, 
absent some teaching or suggestion supporting the 

^mbination^ Under section 103. teachings ofTeferences 

can be combined only if there is some suggestion or 

incentive to do so. The prior art of record fails to provide 

any such suggestion or incentive. 

In the present case, the Examiner ha. not identified any suggestion or ln««xtive to combine 
therefe^nces indicated in the OfBce Action, other than referring to Ihep^t invention 
itself. A3 such. Applicant respectfully submits that the combination of Takemasa, Bouthiette 
and Hayes asserted by the Examiner is improper, and the rejection should be ^thdm^vn. 

AddiiionaUy. jnreRatti , 270 F,2d 810, 123 USPQ 349, 123 USPQ 352 (C.C.P.A. 
1 959) the Federal Court stated: 

We hold...that the combination of Jepson with Chinnerv 
et al. IS not a proper ground for rejection of the claims 
here on appeal. This suggested combination of 
r^erences would require a substantial reconstojction and 
redesign of the elements shown in Chinnery et al as well 
as a change in the basic principles under which the 
Chinnery et al. construction was designed to operate. 

Applicant respectfully submits that to first modify the apparatus shown in Kig. 6 of Takemasa 
to dispense phain,aceutical3 into a product paclcage template having a pluiaJity of cavities 
would amount to a substantial reconstruction or iede.sign. To then further modify that 
apparatus to include an X- Y positioning table, would amount to another substantial 

reconstruction or redesign. 

Applicant asserts that the claims of the application are allowable over the references 
cited by the Exarmner. Should the present claims not be deemed adequate to effectively 
define Uie patentable suhj ect matter, the Examiner is i^pcctiully urged to call the 

Paw S of 
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»<toig™d ^on^y of ,0 a. .bin,, an eff„« «, ^ ^ „^ 

allowance of the present application. 

Respectfully submitted. 


Kobeft Depke, Keg. l5o. 37^507 

Paige A. Kitziuger, Reg. 1^45,219 
Tresder, BushneD, Giangiorgi, 

, „^ , Blackstoae & Marr, Ltd. 

105 W. Adams, 36* Floor 
Chicago, Illinois 60603 

Tel: (312) 704-1890 
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